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REMARKS 

la the aforementioned Office Action, the Examiner rejected pending claims 6-8 and 10- 
12. By this response, claims 6-8 and 10-12 have not been amended and are resubmitted for the 
Examiner's reconsideration for reasons as stated below. 



Rejection under 35 UJS.C. § 103 



Claim 6 was rejected under 35 U.S.C § 103(a) as unpatentable overi?S/ (U.S. Patent No. 
4,658,436) in view of Smeets (U.S. Patent No. 6,339,645). i n the rejection, the Examiner 
basically alleged that combining the receiver circuit in Fig. 3 of Hill with The encrypting feature 
of Smeets would have arrived at the system as claimed in Applicant's claim 6. 

First, Applicant respectfully submits that the references of Hill and Smeets were grossly 
misconstrued and further inappropriately combined in the rejection of claim 6. 

In the receiver circuit of Hill, there is clearly no need to encrypt any signal. Messages 
coming out of the receiver as shown in Fig. 3 of Hill is intended to be directl y accessible by the 
user. Encrypting of any signal within or coming out of the receiver of Hill would serve no 
purpose. In fact, such encryption would render the receiver circuit of Hill malfunctional. The 
reason is because the encrypted message would be unintelligible to the user. As such, the 
suggested modification would defeat the purpose Hill Based on Hill and Smeets, a person of 
ordinary skill in the art would not have come up with a combination which defeats the purpose of 
Hill . 

Conjectural modification of a prior art disclosure which is unwarranted by such 
disclosure is improper. Carl Schenck, AG. v. Norton Corp., 713 F.2d 782, 218 USPQ 698, 702 
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(Fed. Cir. 1983), This is especially true if the suggested modification results in a malfunctional 
combination. 

In the aforementioned Office Action, claim 7 was also rejected under 35 U.S,C. § 103(a) 
as being unpatentable over Walker (U.S. Patent No. 6,154,158) in view of Smeets (U.S. Patent 
No. 6,339,645), Furthermore, claim 8 was also rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Schneider (U.S. Patent No. 5,781 .541) in view of Smeets (U.S. Patent No; 
6,339,645). 

The rejections of claims 7 and 8 will be collectively addressed below. ' 
In addition to the unwarranted modifications as stated above, with respect claim 7, 
contrary to the Examiner's assertion, nowhere can there be found in Walker of any mention of 

'"random number selector subsystem for generating random numbers (page 3, paragraph 3, lines 

i 

3-4 of the Office Action)" and its equivalent, much less the "random number selector" generating 

i 

random numbers from the 'DC offset correction loop circuit" as also claimed in claim 7. 

Likewise, with respect to claim 8, along the same line of reasoning, nowhere can there be 
found in Schneider of any "random number selector subsystem for generating random numbers 
(paragraph 4, lines 3-4 of the Office Action)" or anything equivalent, much less the '"random 
number 1 selector" generating random numbers from the "CDMA time tracking loop circuit" as 
claimed! in claims 8. 

Thus, combing the encrypting feature of Smeets with Walker and Schneider, if possible at 
all, do not meet Applicant's claims 6 and 7, respectively. With claim limitation not found in the 
prior art, a prima facie case of obviousness cannot be established. MPEP § 2143,03. 
Respectfully, Applicant submits that the suggested combinations could only have come from 
hindsight. 
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i 

•For the reasons staled above, withdrawal of the rejections on claims 6-8 under 35 U.S.C. 
§ 103(a) is believed to be in order and is respectfully requested. 

Rejection under 35 U.S.C. § 102 

Claim 10 was rejected under 35 U.S.C. § 102(e) as being anticipated by Hill. In the 
rejection, the Examiner basically alleged that all features as claimed in claim 10 are found in the 

receiver circuit shown in Fig. 3 of HilL 
i 

Contrary to the Examiner's allegation, among other things, nowhere can there be found in 

Hill of any mention of "means for extracting said random data bits from said automatic gain 

i 

controljunit" which is specifically claimed in Applicant's claim 10. That is, in Fig. 3 of Hill 

there is! no extraction of any "random data bits" from the optional AOC circuit 33. Rather, 

j 

coming out of the AOC circuit 33 is a received signal from the antenna 31 and tuner 32 faithfully 
sent to the demodulator 34 for demolulation (column 9, lines 4-8 of Hill). The PN (Pseudo- 
Random) generator 37 generates PN code on its own, instead of deriving any "random data bits 
from said automatic gain control unit" as claimed in Applicant's claim 10. In fact, the PN code 
generated from the PN generator 37 is the exact replica of the PN code generated by the PN code 
generator 1 1 of the transmitter circuit shown in Fig. 1 (column 9, lines 23-26 of Hilt). In short, 
the PN code in Hill is prearranged which is far from truly random and has no linkage whatsoever 
of deriving any random bits of the AGC circuit 33 by the PN code generator 37, in a manner as 
claimed! in claim 10. 

In order to constitute an anticipation the reference 'must describe or discJose all the 
limitations of the claims. In re Lange, 644 R2d 856, 209 USPQ 288, 293 (CCPA 1981). 
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: For at least the features lacking as explained above, claim 10 is submitted to be not 
anticipated by Hill. 

Claim 12 was also rejected under 35 U-S.C. § 102(b) as being anticipated by Schneider. 
In addition, claim 11 was rejected under 35 U.S.C. § 102(e) as being anticipated by Walker. 

: With respect to claim 12, again, in contrary with the Examiner's assertion, nowhere in 
Schneider can there be found of any "means for extracting said random data bits from said time 
tracking loop" as claimed by Applicant. As mentioned above, Schneider is silent in regard to 
random number generation. The paragraphs quoted from Schneider (column 5, lines 17-37; 
column 8 T lines 31-55; and column 11, lines 28-36) concern with the time-diversity delays used 
in CDMA systems to distinguish different user channels and are unrelated to random number 
generation and further with no bearing on any random number extraction, as claimed by 
Applicant. 

Likewise, in regard to claim 11, in the rejection, the Examiner quoted selected paragraphs 

i 
i 

(column 6, lines 44-65; and column 13, lines 23-31) from Walker which merely describe a DC 
offset correction circuit 222, Nowhere can there be found in Walker of any "means for 
generating random data bits from said DC offset correction loop," much less '"means for 
extracting said random data bits from said DC offset correction loop" as claimed in claim 11. 

With the aforementioned features lacking in Schneider and Walker, rejections on claims 
12 and 11 under 35 U.S.C. § 102(b) and § 102(e), respectively, cannot be sustained and should 
be withdrawn. 
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CONCLUSION 

!In light of the above remarks. Applicants respectfully submit that claims 6-8 and 10-12 
are disr^nguishably patentable over the prior art. The application is believed to be in condition 
for allowance. Reconsideration and an early allowance are respectfully requested. 

Respectfully submitted, 



Date: June 1, 2005 



QUALCOMM Incorporated 

Attn: Patent Department 

5775 Morehouse Drive 

San Diego, California 92121-1714 

Telephone: (858) 658-5787 

Facsimile: (858) 658-2502 




(858) 651-5563 
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